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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 29 April 2005 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1^3 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) ^ Claim(s) 1-3 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C.§119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0- 
a)D All b)Q Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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Art Unit: 2859 

DETAILED ACTION 



In response to Amendment filed April 29, 2005 
Claim Objections 

1 . Claims 2 - 3 are objected to under 37 CFR 1 .75(c), as being of improper dependent form 
for failing to further limit the subject matter of a previous claim. Applicant is required to cancel 
the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. In this case, claims 2 and 3 fails to include a preamble, therefore, 
failing to further limit the recitations of claim 1. 

Claim Rejections - 35 USC § 112 

2. Claims 2 and 3 are rejected as failing to define the invention in the manner required by 35 
U.S.C. 1 12, second paragraph. 

The claim(s) are narrative in form and replete with indefinite and functional or 
operational language. The structure which goes to make up the device must be clearly and 
positively specified. The structure must be organized and correlated in such a manner as to 
present a complete operative device. The claim(s) must be in one sentence form only. Note the 
format of the claims in the patent(s) cited. In addition, claims 2 and 3 fail to claim dependency 
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on claim 1 , and fail to show independent format, thus, rendering difficult to properly apply a 
rejection on the merits. 



Claim Rejections - 35 USC §103 



3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

4. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Li ( US 
5,454,175). 



With regards to claim 1 : Li discloses a gauge comprising a lower body member ( 52 ) 
carrying a fixed finger ( 44 ) which has a threaded hole ( 72 ) at the end, a pivoting finger ( 100 ) 
also having a threaded hole ( 132 ) at one end and pivots on a bearing assembly provided in the 
lower body, an upper body member (40) which serves to hold the in place a dial indicator ( 12 ) 
by being sandwiched together ( See Figure 1 ) between the upper and lower body members ( 62, 
64 ) and held by screws ( 67 ), said dial indicator being in constant contact with the pivoting 
finger and transfers the distance traveled by the pivoting finger tip ( 104, 1 82 ) into a 
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measurement directly readable on the dial indicator which is representative of the distance 
traveled by said finger tip. 

Li does not disclose the particular 4-48 threaded hole as stated in claim 1 . Li does not 
disclose the use of dowel pins as stated in claim 1 . 

With respect to the threaded holes : Li discloses a gauge comprising threaded holes ( 72, 
132 ) provided to said fixed finger ( 44 ) and pivoting finger (100), but does not specifies the 
particular dimensions for these threaded holes. To make said threaded holes with a dimension of 
4-48, is only considered to be the " optimum " value of the dimension for the threaded holes, as 
stated above, that a person having ordinary skill in the art at the time the invention was made 
would have been able to determine using routine experimentation based, among other things, on 
the desired accuracy and since it has been held that discovering an optimum value of a result 
effective variable involves only routine skill in the art. See In re Boesch ^ 205 USPQ 215 ( CCPA 
1980 ). Therefore, it would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to make the threaded holes of a dimension of 4-48 in order to 
provide a standard size hole adapted to receive commonly used sizes of tips. 

In regards to the dowel pins : Li discloses a gauge having a fixed finger and a pivoting 
finger being fastened to the gauge by conventional means but does not specifies the means being 
used for said connection. The use of the particular type of fastening means claimed by applicant, 
i.e., dowel pins, absent any criticality, is considered to be nothing more than a choice of 
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engineering skill, choice or design because 1) neither non-obvious nor unexpected results, i.e., 
results which are different in kind and not in degree from the results of the prior art, will be 
obtained as long as the fixed arm and the pivoting arm are fastened and operably mounted to said 
gauge, as already suggested by Li, 2) the fastening means claimed by Applicant and the fastening 
means used by LI are well known alternate types of fasteners which will perform the same 
function, if one is replaced with the other, of operably fastening said fixed arm and said pivoting 
arm to said gauge, and 3) the use of the particular type of fasteners by Applicant are considered 
to be nothing more than the use of one of numerous and well known alternate types of fasteners 
that a person having ordinary skill in the art would have been able to provide using routine 
experimentation in order to operably fastening sad fixed arm and said pivoting arm as already 
suggested by Li. 



Response to Arguments 



5. Applicant's arguments filed April 29, 2005 have been fully considered but they are not 
persuasive. 

Applicant arguments regarding the method used by Li to hold in place the dial indicator 
being different from Applicant' invention is not persuasive. Applicant's amended claim now 
requires an upper and lower body member sandwiching the dial indicator, and in a broad sense, 
the structure shown and disclosed by Li clearly teaches body surfaces ( 62, 64 ) sandwiching said 
dial indicator, therefore, fulfilling the requirements of the claimed structure. 
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It should be emphasized that "apparatus claims must be structurally distinguishable from 
the prior art." MPEP 21 14. In In re Danly, 263 F. 2d 844, 847, 120 USPQ 528, 531 (CCPA 
1959) it was held that apparatus claims must be distinguished from prior art in terms of structure 
rather than function. In Hewlett-Packard Co v Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 
USPQ2d 1525, 1528 (Fed. Cir. 1990), the court held that: "Apparatus claims cover what a device 
is, not what it does." (emphases in original). To emphasize the point further, the court added: ■ 
"An invention need not operate differently than the prior art to be patentable, but need only be 
different" (emphases in original). That is, in an apparatus claim, if a prior art structure discloses 
all of the structural elements in the claim, as well as their relative juxtaposition, then it reads on 
the claim, regardless of whether or not the function for which the prior art structure was intended 
is the same as that of the claimed invention. 

Arguments regarding claims 2 and 3 are moot since the claims were newly added and 
never examined before based on the Li reference. However, in view if the deficiencies stated in 
paragraph 2 above, a proper rejection on the merits has not been performed. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yaritza Guadalupe McCall whose telephone number is (571) 
272-2244. The examiner can normally be reached on 8:00 AM - 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's . 
supervisor, Diego F.F. Gutierrez can be reached on (571) 272-2245. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Patent Examiner CHRISTOPHER W. FULTON 

Art Unit 2859 PRIMARY EXAMINER 

June 28, 2005 
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